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Clients value my deep experience and sound judgment, as well as
my collaborative style. I always weigh the range of concerns that
affect their cases, such as potential gains, costs, and practical
problems that could be created by trying to devote time and
attention to pursuing a lawsuit while also trying to run a business. I
consider each factor and give clients a straightforward assessment
and strategic recommendation backed up with the reasons why I
think it’s the right path to choose.
With a highly regarded ability to balance practical, legal, and financial issues for
clients, John “Jack” Griem concentrates his practice on intellectual property
disputes and related litigation. He advocates for clients in patent, trademark,
copyright and trade secret cases involving the pharmaceutical, diagnostic testing,
medical products, consumer electronic, and semiconductor industries, among
others. His clients are based across the United States and around the world, and
he advises on cross-border matters in such countries as Israel, China, and Canada.
Jack co-chairs the firm’s Intellectual Property department.
Bringing a diverse set of strategic skills to his practice, Jack represents clients in
every phase of a dispute, from pre-suit investigation through trial and appeal, as
well as in parallel or separate U.S. Patent and Trademark Office proceedings. He
brings and defends against claims for damages and injunctive relief, and pursues
recovery of attorneys’ fees where appropriate. Jack possesses a particularly in-

depth knowledge of the issues that surface in complex pharmaceutical patent litigation under the Hatch-Waxman Act.
Jack also leads the firm’s cybersecurity and data privacy practice. He coordinates a cross-functional group of attorneys to advise clients on
developing, strengthening, testing, and enforcing their information protection policies and procedures. He also provides counsel on information
security breaches and potential related litigation.
With more than 25 years of experience and a long track record of fluidly handling a variety of IP matters, Jack uses all the tools in his arsenal to
help clients achieve their goals, enforce their rights, or defend against unfair or incorrect infringement claims. He enjoys assessing scenarios
involving complicated or cutting-edge technology, discerning how they apply to the law, and creating tactics to help the organizations he
serves protect their valuable intangible property and optimally address their issues. Jack’s skill at thinking practically and predicting where
matters are likely headed helps clients save money and get their cases resolved efficiently.
Jack served as a Special Professor of Law at his alma mater, the Maurice A. Deane School of Law at Hofstra University, where he taught
“Biotechnology and the Law.” Although he is well-versed in the world of complicated scientific and intellectual property issues, Jack also
recognizes and respects the human factor present in all matters. His education in psychology informs his understanding of how humans
process information, how they make decisions, and how their brains work. He meshes his people skills with his technical skills, which enhances
his ability to serve clients.

Experience
 Represent personal products retailer in arbitration against software integrator for fraudulent inducement.
 Represent perimeter security company in patent infringement action asserting five patents directed to attribute-weighted perimeter

alert systems.
 Represent electronic art museum against allegations of copyright infringement by foreign competitor.
 Represented companies in various industries against patent infringement allegations by patent monetization companies.
 Represented originator of revolutionary trauma therapy in enforcing nondisparagement provisions of settlement agreement against

competitor.
 Represented major electronics component distribution and services company in enforcing patent directed to internet-enabled method

of designing and simulating circuits.
 Represented innovator specialty pharmaceutical company in Hatch-Waxman patent litigation against multiple generic companies and

parallel Inter Partes Review proceedings.
 Represented hair care products company in patent and trademark litigation against major online retail platforms.
 Represented diagnostic testing company in patent infringement and antitrust counterclaims relating to high-risk HPV DNA testing

systems and methods.
 Represented global pharmaceutical companies in ANDA litigation against multiple applicants seeking to sell generic versions of

blockbuster drugs, seeking injunctions and damages.

Presentations
 Panelist, 4th Annual Paragraph IV Disputes Master Symposium, “Assessing the True Measure of Damages in an At-Risk Launch

Scenario,” September 19-20, 2016
 Moderator, Intellectual Property Owners Association, “Trade Secret Enforcement,” September 17, 2013
 Panelist, American Conference Institute Orphan Drugs and Rare Diseases, “Maximizing Opportunities and Overcoming Stumbling Blocks

in the Designation and Development Process,” November 28-29, 2012
 Speaker, Intellectual Property Owners Association webinar, “Cross Winds in the Safe Harbor: Classen v. Biogen and Momenta v.

Amphastar,” September 27, 2012
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 Moderator, the Intellectual Property Owners Association webinar, “Update on Reverse Payment Settlements in Hatch-Waxman

Litigation,” July 19, 2012
 Panelist, New York State Bar Association, “A Review Of Supreme Court Patent Law Decisions From 2011 & Their Impact On Your

Practice” October 12, 2011
 Speaker, American Conference Institute 12th Annual Maximizing Pharmaceutical Patent Life Cycles Conference, “CAFC and Supreme

Court Watch: Three Cases that May Have Radical Impact on Pharmaceutical Patent Life Cycle Strategies,” October 4-5, 2011
 Presenter, IPO Discovery Committee ½ Day Roundtable, “What is Discoverable and Admissible for Damages, Willfulness, and Other

Purposes,” March 2011
 Speaker, PLI Conference, -“Patent Damages In Flux?: Harmonizing Recent Federal Circuit Decisions With The Georgia-Pacific Factors,”

San Francisco, California July 2010

Outside the Office
I love my service as President of the Board of the non-profit Conrad Foundation, which runs an annual worldwide high school entrepreneurship
contest where teams of high school students create inventions and prepare technical and business plans to win a chance to pitch them to a
panel of industry judges and investors. For the last nine years I’ve helped to grow the Conrad Challenge into a leading and unique educational
opportunity for students from all backgrounds to learn “no-box” thinking.

Practices
Intellectual Property
Antitrust
Cybersecurity and Data Privacy
Litigation and Disputes
China Cross-Border

Admissions
Bar Admissions
New York
Court Admissions
U.S. Court of Appeals, Federal Circuit
U.S. District Court for the Eastern District of New York
U.S. District Court for the Southern District of New York
U.S. Patent and Trademark Office
U.S. Supreme Court

Affiliations
President, Board of Directors, Conrad Foundation
Vice-Chair, Pharmaceutical and Biotechnology Issues Committee, Intellectual Property Owners

Education
Hofstra University (JD, , 1994)
 Associate Editor, Hofstra Law Review

Dartmouth College (AB, , 1991)

Awards/Honors
IP Star, Managing Intellectual Property
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